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DETAILED ACTION 



Double Patenting 

1 . A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain g patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894J; In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1 957)', and In re Vogel, 422 F.2d 438, 
164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101 ) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101 . 

2. Claims 1-7 are provisionally rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 1-7 of copending Application No. 09/973,247. This is a 
provisional double patenting rejection since the conflicting claims have not in fact been 
patented. 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claims 1-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hiyoshi (JP071 10216, English translation) in view of Cuche et al. (U.S. Pat. No. 
6262818) and Miyagawa (U.S. Pat. No. 3739697). 

Regarding claims 1 and 2, Hiyoshi teaches a method and apparatus for direct 
image pick-up of a particular granular speck pattern generated by reflecting light of a 
laser beam depending on a degree of roughness of the surface of an object to be 
inspected (see Abstract, Fig. 1; sections 0002, 0006 and 0007), comprising: irradiating 
said object to be inspected with the laser beam (sections 0009 and 0012); directly 
picking up said granular speck pattern in a relatively well lighted environment using a 
video camera having a CCD (Charge Coupled Device) element incorporated in said 
camera (Fig. 1; sections 0006, 0007, 0011, 0012, 0015, 0016 and 0018). 

Regarding claims 3, 4 and 7, Hiyoshi further teaches a method and apparatus for 
direct image pick-up of a particular granular speck pattern generated by the transmitted 
light of a laser beam diffusively reflecting depending on a degree of roughness of the 
laser beam irradiated onto the surface of an object to be inspected or shapes of fine 
ingredients constituting said object to be inspected (see Abstract, Fig. 1; sections 0002, 
0006 and 0007), comprising the steps of: irradiating said object to be inspected with the 
laser beam (sections 0009 and 0012); directly picking up said granular speck pattern in 
a relatively well lighted environment using a lensless camera having a CCD element 
incorporated in said camera (Fig. 1; sections 0006, 0007, 0012, 0015, 0016 and 0018). 

Regarding claims 8-1 1 and 13, the teaching of Hiyoshi further includes: 
measuring an amount which the object has moved (sections 0012 and 0022); 
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calculating the amount of movement on the basis of movement of the granular speck 
pattern with respect to an index of the granular speck pattern (sections 0018 and 0031 ); 
and displaying a result of the calculation as a numerical value of the measured amount 
of movement (sections 0012 and 0022); an A/D converter coupled to said camera to 
convert an analog signal supplied from said camera to a digital signal (sections 0013, 
0016 and 0018); a processing unit coupled to the A/D converter to calculate the amount 
of movement of said object on the basis of movement of the granular speck in said 
pattern with respect to a pixel interval of said granular speck pattern picked up by said 
camera and represented by said A/D converted signal (sections 0007, 0016, 0018 and 
0022); and a display coupled to said processing unit to display the amount of movement 
calculated by said processing unit (Fig. 1; sections 0018 and 0023); and an electrical 
circuit coupled to said camera for calculating the amount of movement of said object on 
the basis of movement of the granular speck in said pattern with respect to a pixel 
interval of said granular speck pattern picked up by said camera and displaying the 
amount of movement calculated by said electrical circuit (Fig. 1 ; sections 0007, 0016, 
0018 and 0022 and 0023). 

Hiyoshi does not mention that: said camera is a lensless CCD camera; and 
providing a shielding tube coupled to said camera to shield extraneous light rays. 

Cuche et al. teach a method of picking up image pattern in a relatively well 
lighted environment using a lensless video camera having a CCD (Charge Coupled 
Device) (col. 2, lines 15-25; col. 10, lines 63-67; col. 11, lines 40-57; col. 24, lines 58-67 
and col. 25, lines 25). 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to incorporate the teaching of Cuche et al. in the Hiyoshi system in 
order to provide a mechanism for direct image picking up (Cuche et al., col. 10, lines 63- 
67). 

Miyagawa discloses a data recording device for use with cameras, comprising a 
shielding tube coupled to said camera to shield extraneous light rays (col. 3, lines 14-37 
and col. 4, lines 4-14). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to include the teaching of Miyagawa in the Hiyoshi system in order 
to prevent extraneous light from entering into the light shielding tube so that no noise 
light would interfere the signal light in detecting the target (Miyagawa, col. 3, lines 14-37 
and col. 4, lines 4-14). 

Regarding claims 5, 6 and 12, Hiyoshi further teaches a method and apparatus 
for direct image pick-up of a particular granular speck pattern generated by the 
transmitted light of a laser beam diffusively reflecting depending on a degree of 
roughness of the laser beam irradiated onto the surface of an object to be inspected or 
shapes of fine ingredients constituting said object to be inspected (see Abstract, Fig. 1; 
sections 0002, 0006 and 0007), comprising the steps of: irradiating said object to be 
inspected with the laser beam (sections 0009 and 0012); directly picking up said 
granular speck pattern in a relatively well lighted environment using a video camera 
having a CCD element incorporated in said camera (Fig. 1; sections 0006, 0007, 0012, 
0015, 0016 and 0018). 
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Hiyoshi does not mention that: said camera is a digital camera; providing a 
shielding tube coupled to said camera to shield extraneous light rays. 

Cuche et al. teach a method of directly picking up image pattern in a relatively 
well lighted environment using a lensless digital camera (col. 2, lines 15-25; col. 10, 
lines 63-67; col. 11, lines 40-57; col. 24, lines 58-67 and col. 25, lines 25). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to incorporate the teaching of Cuche et al. in the Hiyoshi system in 
order to provide a mechanism for direct image picking up (Cuche et al., col. 10, lines 63- 
67). 

Miyagawa discloses a data recording device for use with cameras, comprising a 
shielding tube coupled to said camera to shield extraneous light rays (col. 3, lines 14-37 
and col. 4, lines 4-14). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to include the teaching of Miyagawa in the Hiyoshi system in order 
to prevent extraneous light from entering into the light shielding tube so that no noise 
light would interfere the signal light in detecting the target (Miyagawa, col. 3, lines 14-37 
and col. 4, lines 4-14). 

Regarding claims 14-17, Hiyoshi further teaches a method for direct image pick- 
up of a particular granular speck pattern generated by reflecting and/or the transmitted 
light of a laser beam diffusively reflecting depending on a degree of roughness of the 
laser beam irradiated onto the surface of an object to be inspected or shapes of fine 
ingredients constituting said object to be inspected (see Abstract, Fig. 1; sections 0002, 



Application/Control Number: 10/737,336 Page 7 

Art Unit: 2863 

0006 and 0007), comprising the steps of: irradiating said object to be inspected with the 
laser beam (sections 0009 and 0012); directly picking up said granular speck pattern in 
a relatively well lighted environment using a CCD camera (Fig. 1; sections 0006, 0007, 
0012,0015, 0016 and 0018). 

Hiyoshi does not mention that: said camera is a digital camera; providing a 
shielding tube coupled to said camera to shield extraneous light rays. 

Cuche et al. teach a method of picking up image pattern using a lensless digital 
camera (col. 2, lines 15-25; col. 10, lines 63-67; col. 11, lines 40-57; col. 24, lines 58-67 
and col. 25, lines 25). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to incorporate the teaching of Cuche et al. in the Hiyoshi system in 
order to provide a mechanism for direct image picking up (Cuche et al., col. 10, lines 63- 
67). 

Miyagawa discloses a data recording device for use with cameras, comprising a 
shielding tube coupled to said camera to shield extraneous light rays (col. 3, lines 14-37 
and col. 4, lines 4-14). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to include the teaching of Miyagawa in the Hiyoshi system in order 
to prevent extraneous light from entering into the light shielding tube so that no noise 
light would interfere the signal light in detecting the target (Miyagawa, col. 3, lines 14-37 
and col. 4, lines 4-14). 
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Response to Arguments 

5. Applicants arguments filed 1/3/2005 with respect to claims 1-17 have been 
considered but are moot in view of the new ground(s) of rejection. 

Claims 1-17 are rejected as new grounds have been found from Cuche patent 
(U.S. Pat. No. 6262818) to teach directly picking up image patterns using a lensless 
video/digital camera. Detailed response is given in sections 2-4 as set forth above in 
this Office Action. 

The Applicants' argued that "there is no suggestion or motivation either in the 
references themselves or to the knowledge generally available to one of ordinary skill in 
the art, to combine the reference teachings". This argument is not persuasive. The 
Examiner recognizes that obviousness can only be established by combining or 
modifying the teachings of the prior art to produce the claimed invention where there is 
some teaching, suggestion, or motivation to do so found either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art. 
See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 
F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). The Examiner further recognizes that the 
test for obviousness is not whether the features of a second reference may be bodily 
incorporated into the structure of the primary reference; nor is it that the claimed 
invention must be expressly suggested in any one or all of the references. Rather, the 
test is what the combined teachings of the references would have suggested to those of 
ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). In 
this case, it is deemed that all the cited prior art references are in the same area of 
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image pickup. It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine or modify the teachings of those reference in order 
to make an improvement or a mere application of the known inventions. Moreover, the 
Cuche patent does suggest a lensless camera for direct pickup of images (col. 2, lines 
15-25; col. 10, lines 63-67); the Miyagawa patent does suggest that a shielding tube 
coupled to a camera is to be used to shield extraneous light rays (col. 3, lines 14-37 and 
col. 4, lines 4-14); and the CCD camera taught by the Hiybshi reference inherently 
includes the capability of picking up image in a relatively well lighted environment. The 
mere application of a known techniques to a specific instance by those skilled in the art 
would have been obvious. 

Contact Information 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Xiuqin Sun whose telephone number is (571)272-2280. 
The examiner can normally be reached on 6:30am-4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Barlow can be reached on (571)272-2269. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Xiuqin Sun 
Examiner 
Art Unit 2863 



September 2, 2005 




